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In view of the recent
emergence of open inno-
vation as a business
model to expedite the
commercialization of
clean technologies, there
has been a substantial
increase in clean tech-
nology -related research
and development collabo-
rations among busi-
nesses, universities and
other institutions. The
trend has been particu-
larly prevalent this year
in the development of
second generation biofu-
els.

Collaborations are par-
ticularly useful to de-
velop emerging technolo-
gies such as clean tech-
nologies. However,
cleantech collaborators
should be aware of cer-
tain patentability and
ownership issues that
can have significant ef-
fects on intellectual prop-
erty rights for the subject
matter developed during
the collaboration.

Prior to 2004, a patent
application filed during
the beginning of the col-
laboration by one inven-
tive entity could be used

as disqualifying art
against a later filed appli-
cation with a different
inventive entity, thereby
precluding patentability
of the later filed applica-
tion. The sharing of con-
fidential information be-
tween collaborators could
likewise be used to ren-
der obvious an invention
arising from the collabo-
ration. The Cooperative
Research and Technology
Enhancement (CREATE)
Act was passed in 2004
to resolve this disparity
and encourage coopera-
tion by exempting such
art and information from
an obviousness consid-
eration where: (1) the
claimed invention was
made by or on behalf of
parties to a joint re-
search agreement that
was in effect when the
invention was made; and
(2) the claimed invention
was made as a result of
activities undertaken
within the scope of the
joint research agreement.
Therefore, to take advan-
tage of the CREATE Act,
collaborators should exe-
cute a joint research
agreement as early as
possible in the collabora-
tion before any resulting

collaborative inventions.
Further, the joint re-
search agreement should
be carefully drafted to
provide a complete list of
parties, including any
applicable subsidiaries
and contractors, as well
as a detailed description
of the technical subject
matter of the collabora-
tion to provide the broad-
est possible applicability
as is reasonable.

Double patenting issues
may arise during the
prosecution of a patent
application where art
disqualified under the
CREATE Actis a U.S.
patent or application.
One form of double pat-
enting is the judicially -
created doctrine of obvi-
ousness -type double pat-
enting which prevents
applicants from unjusti-
fiably extending the term
of a patent by filing a
subsequent patent appli-
cation directed to an ob-
vious variation of the
prior commonly owned
patent. One way to over-
come an obviousness -
type double patenting
rejection is to establish
common ownership of
the patent and applica-
tion and file a terminal

(Continued on page 3)
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strategy pioneered
by the open -source
software
community, several
major corporations
are participating in
the Eco -Patent
Commons . .. in
collaboration with
the World Business
Council for
Sustainable
Devel opment

ng

Business Community Cultivates Eco -
Patents Project
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group of lead-

ing multina-

tional busi-

nesses recently
established an innovative
forum for sharing envi-
ronmentally -important
intellectual property as-
sets.

Borrowing a strategy pio-
neered by the open -
source software commu-
nity, several major corpo-
rations are participating
in the Eco - Patent Com-
mons. The project was
first launched in January
2008 by International
Business Machines,
Nokia, Pitney Bowes and
Sony in collaboration with
the World Business Coun-
cil for Sustainable Devel-
opment. Here is how it
works: companies assign
specific environmental
patents to the commons
allowing anyone to use
them freely. For example,
IBM contributed a recy-
clable cardboard packag-

DISCLOSED INVENTIONS BY FEDERAL AGENCY (1987-2003)

ing insert that requires
less fossil fuel to create
and transport than the
foam inserts commonly
used. Other examples
include a DuPont method
for better detecting pollu-
tion in soil, air or water
by using a microorganism
that produces light when
exposed to a pollutant.
Xerox has provided meth-
ods for removing toxic
waste from contaminated
groundwater.

Unlike other areas of
technology, environmental
patents often lack suffi-
cient strategic value to
warrant withholding them
from the public domain

for competitive advantage
purposes. As a result,
companies are less con-
cerned about ceding them
into a forum like the eco -
patents. By making these
patents available in a sin-
gle location, the project
seeks to promote their
widespread adoption, par-

ticularly in the developing
world.

Currently, the Eco -Patent
Commons has accumu-
lated 100 patents from 11
companies. Meanwhile,
new initiatives similar to
the Eco -Patent Commons
are beginning to take
shape. For instance, the
Creative Commons, a
nonprofit organization

that developed licensing
programs to help in shar-
ing creative and scientific
content, has announced
plans to launch GreenX-
change in early 2010 in
collaboration with Nike
and Best Buy. Unlike the
Eco-Patent Commons, the
GreenXchange will allow
companies that contribute
patents to charge users a
fixed annual licensing fee
and impose various li-
censing restrictions on

the patents they contrib-
ute used by rivals for
competitive purposes.
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disclaimer preventing the
term of a patent issuing
from the rejected applica-
tion from extending be-
yond the term of the pat-
ent serving as the basis of
the rejection. If the appli-
cant can meet the CRE-
ATE Act requirements of
35 U.S.C. §103(c)(1), then
the prior patent and the
subsequent application
will be treated as com-
monly owned. However,
in addition to the typical
provisions required to be
included in a terminal
disclaimer, a terminal dis-
claimer used to disqualify
art under the CREATE Act
must include the further
provisions that the col-
laborators waive their
rights to separately en-
force the patents and that
the patents will be en-
forceable only during the
period that they are not
separately enforced. As
such, collaborators should
understand that the filing
of a terminal disclaimer
under the CREATE Act to
obviate a double patenting
issue effectively ties the
enforcement of the dis-
claimed patents resulting
from the collaboration.

It is also important to note
that one party to a col-
laboration agreement may
unilaterally invoke the
CREATE Act to overcome
an obviousness rejection,
and thus obtain a block-
ing patent. Therefore,
such collaboration agree-
ments should be drafted
to prohibit the unilateral
invocation of the CREATE
Act.

In the U.S., ownership of
intellectual property ini-
tially vests in the inven-
tors, and co -inventors are
considered co -owners of
the intellectual property,
absent an agreement to

COLLABORATORS

Mascoma and Chevron Tech-

nology Ventures

BP and Martek Biosciences

Exxon and Synthetic Genom-
ics
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- partnership of BP and Du-
Pont

the contrary. Thus, col-
laborators are often joint
owners of the intellectual
property arising from the
collaboration assuming
each inventor has an obli-
gation to assign his/her
intellectual property rights
to their respective com-
pany. As a joint owner,
each collaborator can use
the jointly patented tech-
nology without payment to
the other collaborator and
can freely license the pat-
ented technology to
whomever they wish.
These rights can likewise
apply to non -employee
independent consultants
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SUBJECT MATTER

hired to assist in product
development who make an
inventive contribution.

Ownership in collaborative
situations is further com-
plicated by the fact that

Cellulosic ethanol and lignin
production

Fermentation -based biodiesel

e $10 million

$600 mil-
lion

Biofuels production from al-
gae

QF
Biobutanol production

many collaborators have
pre -existing rights to un-
derlying technologies re-
lated to the subject matter
of the collaboration which
require a cross -license to
the other collaborator's
intellectual property in
order to develop the tech-
nology. Such ownership
issues are often a source
of later disputes between
collaborators. To avoid
these disputes, who owns,
obtains, maintains and
enforces intellectual prop-
erty rights arising from

the collaboration should
be carefully considered
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